Claim Drafting Strategies
Revisited — How Much, If Any,
Preamble Is Necessary?
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PREAMBLES AS CLAIM “NOISE”

A claim drafter faces several substantial
problems in defining the legal metes and
bounds of a client’s invention. Among these
problems are the imprecise nature of lan-
guage, a less than complete understanding
of what the invention really is and what the
prior art teaches, and how competitors will
attempt to construe terms in design-around
efforts with later-developed technology.
There is one advantage, however, that
belongs to the claim drafter. That is, the
author of a claim, like an artist who paints,
starts with a blank canvas. That author has
the ability to control the words that go on
the page just as the artist decides which
paints will be applied to the canvas. Within
the frame bounded by the statutory require-
ment as to what a claim must do, the claim
author is, so to speak, free to choose how
much of the page is occupied with words,
keeping in mind that, as a general rule, the
more words on the page, the greater the
problems that the patentee is likely to face
in enforcing patent rights.

This article’s author suspects, however,
that many claim drafters may approach pre-
ambles too casually, as innocuous things

constituting a “

warm up” to reciting the
real claim features. Little, or certainly less,
thought is likely given by them to how pre-
ambles may later affect issues of validity
and infringement in future enforcement
efforts or even in obtaining patent protec-
tion during prosecution than is given to how
intended claim limitations affect those
issues. The extent to which preambles,
largely — if not wholly — unnecessary or
not required in presenting a claim which is
clear and definite, continues to be the sub-
ject of claim construction opinions from the
U.S. Court of Appeals for the Federal
Circuit (Federal Circuit) strongly suggests
that their inclusion is often more an auto-
matic reflex than the product of fore-
thought.

What has recently been referred to by
the Federal Circuit as the “art of claim
drafting”! is certainly not advanced by
wooden adherence to longstanding PTO-
approved practices which fail to capture
nuances of inventions in cutting-edge tech-
nologies or by ignoring the rules being
applied by courts. Examination of the
Single Sentence Rule (see, “Claim Drafting
Strategies Revisited — Is The “Single
Too Inflexible?” in the
August 2003 issue) was an initial effort to

Sentence Rule”

explore, at the most fundamental level, the
soundness of the common practices used by
claim drafters in pursuing their art. Here,
we begin at the opening portion of a claim,
i.e., with the preamble.

THE NATURE OF CLAIM PREAMBLES

What is the preamble of a claim? It is
not defined by statute, rule or even in the
Manual of Patent Examining Procedure
(MPEP). Generally speaking, it is the word
or words that begin the sentence following
the claim number and that precede a tran-
sitional phrase such as “comprising” or
“consisting of.” The preamble generally
sets out the category of invention, i.e.,
apparatus, method of making, method of
using, or composition. Very often, the pre-
amble will contain a functional statement
and, in some instances, structural features
that are also referred to in the claim “body”
containing the limitations or elements that
are considered to constitute the novel and
unobvious combination. It is those struc-
tural features or functional statements that
may be later found to be part of the claimed
combination and thus a limitation on the
scope of the invention when the claim has
to be construed by a court. This may work
to the advantage or disadvantage of the
patent owner. It is often a “great unknown”
in claim construction proceedings until a
final court determination.

As was true in discussing the Single
Sentence Rule, and as is true with other
aspects of patent claims, there is no statu-
tory requirement for a preamble as
acknowledged by the Patent and Trademark
Office (PTO) in the MPEP? A claim, irre-

INTELLECTUAL PROPERTY TODAY 777, 2004

spective of how it is constructed, need only

particularly point out and distinctly claim

the subject matter which the applicant
regards as the invention.?

The Patent Act is silent as to what a
claim should look like except for the broad
guidelines found in Section 112 of Title 35,
U.S. Code. The PTO Rules of Practice also,
as above noted, do not require the presence
of a claim preamble. 37 CFR § 1.75(e)
merely states that

Where the nature of the case admits, as
in the case of an improvement, any inde-
pendent claim should contain in the follow-
ing order:

(I) A preamble comprising a general
description of all the elements or steps
of the claimed combination which are
conventional or known,

(2) A

improvement comprises,” and

phrase such as “wherein the

(3) Those elements steps and/or relation-
ships which constitute that portion of
the claimed combination which the
applicant considers as the new or
improved portion. (emphasis added)

Patent practitioners will recognize this
suggested form of claim, in which the pre-
amble elements are impliedly admitted to
be old in the art, as a “Jepson” claim?,
which is occasionally used but is not
believed to be the most widely used claim
format in U.S. practice. Instead, the more
common preamble practice, say with regard
to apparatus claims, is to set forth “An
apparatus” likely followed by a functional
description, e.g., “for forming apertures in
a workpiece” and then a listing of those
elements deemed to constitute the
patentable combination.

The MPEP refers to preambles in only
two contexts, namely their inclusion in a
Jepson claim as defined in 37 CFR §
1.75(e) as an implied admission of prior art
(§ 2129)> and their effect in limiting the
claim of a utility patent (§ 2111.02). The
latter presents the more interesting issue
for the patent prosecutor because it is here
that the PTO has to ascertain the appli-
canl’s intentions on a case-by-case basis
with the use of guideposts rather than a sin-
gle objective test. Of course, the applicant
has the opportunity during prosecution to
remove any doubt by reformulating the
claim or expressing his intention that the
preamble is intended and necessary to give
life, meaning and vitality to the claim so
that it defines over the prior art. To the



extent that the Examiner’s reasoning is not
clearly articulated in the prosecution his-
tory, however, a court presented with a
validity challenge based on new prior art
could well reach a different conclusion as
to the “saving” effect of the preamble in
defining over that new prior art.

Theoretically, it would seem, no pream-
ble is required other than, perhaps, the pre-
amble of a dependent claim to set forth its
dependency upon a particular claim or
claims. This is one of those situations
where less may be more, i.e., more in the
patentee’s favor. To the extent a claim
drafter concludes otherwise, however, there
does not appear to be any rational basis to
use more than a single word such as “appa-
ratus” or “method” to describe the category
of the invention.

PREAMBLES AS RISKS

Even though it is a long-held and wide-
spread belief, often found to be true, that a
preamble is not a “limitation” whose pres-
ence is required in an accused product or
method for proving infringement, the mere
presence of a preamble — particularly one
constituting a prolix introductory paragraph
raises a risk that it may be construed as
subject matter which the applicant indeed
regards as part of the invention so as to pre-
clude infringement. The very imprecision
in the application of claim construction
canons dictates that the claim drafter care-
fully consider at the outset, when the “can-
vas” is blank, whether a preamble is
necessary or desirable and to what extent
one should be provided.

Claim drafters who use preambles, par-
ticularly preambles that contain structural
and/or functional features, potentially raise
a “life, vitality and meaning” issue which a
court may be called upon to construe. That
is, the presence of a preamble may require
a court to determine if its language is an
integral part of the claim, and thus a limi-
tation, or merely an introductory phrase
serving to provide a context for the real
claim limitations. If the latter, there is no
requirement to provide a context. It may
well be dangerous to do so as a patentee
cannot know in advance if a court will
breathe more life, meaning and vitality into
the phrase. If the former, it would be more
straightforward to include the phrase in the
body of the claim. Doing otherwise runs the
risk that the patentee may be forced to
expend thousands of dollars, and possibly
substantially more, in a Markman claim

construction hearing explaining why the
preamble language is or is not part of the
claim. Federal Circuit and lower court
precedent has laid out where the perils of a
preamble lay. Preambles are two-edged
swords, and each side in a patent dispute
can wield them during a Markman hearing
in construing disputed claim language,
using not just the claims but prosecution
history and expert testimony as well.® They
can save a patent from invalidity” but they
also have the potential to determine the

infringement issues as well.8

DO PREAMBLES HAVE REAL VALUE?

In the case of the chemical formula used
in the above-referenced article on claim
drafting strategy from the August 2003
issue, namely,

X

(OH),=P-|C |-P=(0H),

Y

n

it would serve little purpose to tell one
skilled in the art that the structural for-
mula, if submitted as a claim following an
enabling disclosure, is directed to a
“composition.” Nor is a purely functional
statement of its intended use in a composi-
tion-of-matter claim likely to convince an
Examiner of its patentability® or to satisfy
the utility requirement if presumably the
specification has already done so in com-
pliance with 35 USC §§ 101 and 112, 1 1.10

For present purposes, indeed for almost
all purposes, we can assume that the Single
Sentence Rule is appropriate and does not
create any artificial barriers to broad claim-
ing of an invention. To the extent that the
listing of claims at the end of the specifica-
tion begins with the words “I claim:” or
“We claim:”, then a listing of the elements
in accordance with 37 CFR § 1.75(e)(3),
such as the chemical formula set out above,
would appear fully to comply with the
Single Sentence Rule requirement, assum-
ing, of course, that the listed element or
elements (or steps) particularly point out
and distinctly claim the invention.

The inclusion of a preamble, unless oth-
erwise intended by the patent applicant, in
many — if not most — cases serves as no
real aid for the applicant, the PTO, or even-
tually the public, in interpreting the metes
and bounds of elements. To the contrary, a
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preamble may well serve to limit the scope
of the invention at a later time in a manner
never intended by the patentee. The paten-
tee, public and would-be infringers have to
await a court’s determination. In fact, the
total elimination of a preamble also has the
added beneficial effect of dispensing with
the need for a transitional phrase such as
“comprising” and “consisting of,” things
which in themselves have resulted in
putting much judicial ink to paper.!!

PREAMBLE CLAIM CONSTRUCTION
ISSUES

There has been much consternation and
criticism over what appears to be the regu-
lar reversal by the Federal Circuit of district
court claim construction rulings.!?
Although there may be some inconsistency
in the manner in which the claim construc-
tion canons have been applied at the appel-
late level,!? the Federal Circuit does not
regularly create new rules out of whole
cloth.!* There seems to be little introspec-
tion shown among members of the Patent
Bar about the fact that claim drafters con-
tinue to write claims that are fraught with
difficult construction issues, notwithstand-
ing the relative clarity in the articulation of
these claim construction canons (if not in
their application in specific cases), the pre-
eminent canon appearing to be the “ordi-
nary meaning” of the claim language.!®

One of the problems causing this may be
the disciplinary twain that often exists
between skilled prosecutors and trial coun-
sel. The longstanding question is, should a
prosecutor have some litigation experience
or should a litigator have some prosecution
experience? The answer is likely that each
the basic
processes of the other’s discipline. The trial

ideally should understand
lawyers, as with district courts and the
Federal Circuit, are, however, largely at the
mercy of what the claim drafter has done.
They are faced with a fait accompli and
must make the best out of the situation.
This suggests that claim drafters must have
an appreciation of the real goal of prosecu-
tion which is not merely the issuance of a
patent with apparently broad but defensible
claims. The goal ought to be the elimination
of as many downstream claim construction
issues as can be reasonably foreseen. The
preamble seems like the appropriate start-
ing place to achieve that goal.

Ideally, if not in the real world, obtain-
ing a claim covering a commercial embodi-
ment that is sufficiently broad to read on all



equivalent structures (some of which may
be yet unknown) and sufficiently narrow to
exclude previous equivalent structures with
the interposition of minimal interpreta-
tional interference from a court should be
the finish line for the claim drafter, perhaps
an elusive target. Nevertheless, it remains a
paradox why seasoned patent claim drafters
overpaint their canvases by ignoring what
courts have already told them raises prob-
lems.

PREAMBLE USE SHOULD BE A
CALCULATED DECISION

For at least the past ten years, a sub-
stantial amount of preamble law has been
generated, all of which ought to suggest that
preambles, if used, be used with fore-
thought and with careful draftsmanship.
Unfortunately, courts cannot draw a bright
line as to whether a preamble is a claim
limitation. No longer, however, should the
claim drafter casually use a preamble
based on the assumption that it doesn’t
count. Both the PTO and the courts have
signaled that preambles will be treated by
using a grey scale, not litmus paper.

There is a current school of thought that
patent disclosures ought to be drafted with
a minimum profile. In other words, they
should be devoid of a description of the
prior art, a statement of the invention’s
objectives and a summary of the inven-
tion.!® To the extent this is an appropriate
strategy, claims should probably be drafted
in a consistent manner such that unneeded
terms are eliminated in the claim drafting
stage to avoid serving as pegs upon which
to later hang limitations that are found to
preclude broad coverage.

“Minimal” claiming is one art form
whose value has been elevated to increased
heights by Festo.!” Thoughtless amend-
ments of preambles, later found to be claim
“limitations”, may also well result in pre-
cluding the application of the Doctrine of
Equivalents. To the extent that a preamble
is used at all, prudence should dictate that
any intended meaningful circumsecription
of the claimed invention be accomplished
outside the preamble; that is, in the body of
the claim where the elements can evidence
that which is intended to give life, vitality
and meaning.

The potential problems posed by pream-
bles appear to be technology-neutral. That
is, they appear to favor or disfavor no par-
ticular technology. Nor do they appear to be
a prerequisite for particularly pointing out

and distinctly claiming an improvement in
the electrical, chemical, mechanical and
biotechnology arts. The purpose here, as
with the Single Sentence Rule, is not to
deconstruct cherished claim drafting prin-
ciples. Rather, the goal is to treat each
claim in a patent as a thing uninhibited by
hoary rules whose origins and purposes are
only vaguely known and incompletely con-
templated.

PTO ASSISTANCE TO THE PUBLIC AND
THE COURTS

The PTO is in a position to help this sit-
uation and provide greater certainty for the
courts and public — thereby departing
from subjective analysis of the patent appli-
cant’s intentions — with a simple adminis-
trative “fix.” Specifically, in the same
manner that it deems the single sentence to
be the appropriate practice, it could engage
in rulemaking subject to the Administrative
Procedure Act or better a policy statement
or guideline that the preamble should be a
single word or phrase, namely “Apparatus,”
“Method,” “Composition,”  Product,”
“Method of Use” or “Product-by-Process.”
There is no need for a claim drafter to go
beyond this without entering a twilight
zone. This policy would eliminate the
PTO’s searching, often elusive, effort to
divine an applicant’s intentions without
making a clear record of what was con-
cluded regarding those intentions.

Unless and until, if ever, the PTO under-
takes to address the preamble issue more
directly, every word that the claim drafter
adds to a claim ought to be preceded by the
question “Is this really necessary to define
the invention?” In the case of a preamble,
whether it be a word such as “apparatus” or
an entire phrase, the question is particu-
larly apposite because of its potential and
often unknowable downstream effects.
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